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DETAILED ACTION 

1. The amendment of November 21, 2007 has been received and entered. With the 
entry of the amendment, claims 1, 3-4, 8 and 13-18 are canceled, and claims 2, 5-7 and 9- 
12 are pending for examination. 

Claim Rejections -35USC§112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 2, 5-7 and 9-12 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

Independent claims 2 and 5 have been amended to provide that the "coating 
color is applied by a gate roll coater" (amendment of April 13, 2007). More details of 
the gate roll coater are added in the amendment of November 21, 2007. However, the 
only reference to a "gate roll coater" in the disclosure as originally filed is in reference 
to providing base papers precoated with materials by gate roll coaters, among other 
coating methods, to be used in the present invention (page 12, lines 12-16 of the 
specification). However, this reference does indicate that applicant was aware of gate 
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roll coaters and could have claimed them or used the terminology of "gate roll coater" 
as to the present invention if it had been desired. Applicant further argues at the 
REMARKS section of the November 21, 2007 amendment that the described use in the 
specification of an applicator roll, an inner roll and an outer roll is a gate roll coater as 
known in the art, citing pages 192 and 193 of a Japan Technical Association document as 
to this effect. The Examiner has reviewed this material, however, it does not provide 
evidence that the described roller system in the specification must be a gate roll coater. 
The Figure 4.31 KCM roller, for example, has a three roll system with an inner roll, 
outer roll and applicator roll (on each side of the paper). Thus, this transfer roll set up 
reads on the transfer roll described in the specification. While a gate roll coater as 
shown in figure 4.34 can be a three roll system, there is no indication that that is the 
only type of multi (or three) roll coater system usable to print paper, as again shown by 
the figure 4.31 system. The Examiner also notes the previously cited Massey patent (US 
2185859) also has a three roll system. Arguments about the relative size and speed of 
the rollers are not supported by what is described in the specification with regard to the 
use of transfer rollers (page 4, page 13 of the specification). Therefore, there is no 
support in the disclosure as originally filed for using a specific "gate roll coater" and 
there is further no requirement that a system with an applicator, inner and outer roll is 
necessarily a "gate roll coater". As a result, the specific claiming of a "gate roll coater" 
is new matter. 
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The other dependent claims do not cure the defects of the claims from which 
they depend. 

Claim Objections 

4. The objections to claims 15 and 17 under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim is 
withdrawn due to applicant's cancellation of the claims of November 21, 2007. 

5. The objection to claim 18 because informalities is withdrawn due to the 
cancellation of claim 18 in the amendment of November 21, 2007. 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 2, 5-7 and 9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wurster et al (US 6197155) in view of Hayasaka et al (US 5972167) and Japan 11- 
050392 (hereinafter '392). 
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Claim 2: Wurster teaches a method for producing coated paper for printing. 
Column 1, lines 3-5. A coating color containing a pigment and an adhesive (binder) is 
applied to a base paper. Column 2, lines 50-65 and column 3, lines 5-15. The coating 
color contains, for example, 1 wt % polyvinyl alcohol (PVA) in relation to coating 
pigment (1 part by weight PVA to 100 parts by weight of the pigment). Column 2, lines 
60-65 and column 6, lines 43-45 (the range of 1-4%, column 2, lines 60-65, for example, 
overlaps with the claimed 0.1 to 1.0 range, and In the case where the claimed ranges 
"overlap or lie inside ranges disclosed by the prior art" a prima facie case of 
obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976)). The 
coating color application method can be roll coating methods such as the Massey coater 
(which is inherently a transfer roll coater method) or a metering size press. Column 4, 
lines 20-30. Moreover, Wurster teaches that the resulting paper is essentially 
independent of the type of coat application process. Column 4, lines 25-35. The coating 
weight can be 7 g/m 2 . Column 4, lines 40-45. The coated paper can be used for offset 
printing. Column 1, lines 3-5. 

Claim 5: Wurster teaches a process as described in claim 2. The coated paper is 
for offset printing. Column 1, lines 3-5. The polyvinyl alcohol can be in addition to 
other adhesive, and thus serves as an auxiliary to the extent claimed. Column 2, lines 
55-68 and column 3, lines 20-40. The amount of starch present can be 0 percent, thus 
providing less than 2.0 parts by weight of starch as an adhesive. Column 3, lines 30-40. 
The coating color application method can be roll coating methods such as the Massey 
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coater (which is inherently a transfer roll coater method) or a metering size press. 
Column 4, lines 20-30. Moreover, Wurster teaches that the resulting paper is essentially 
independent of the type of coat application process. Column 4, lines 25-35. 

Claim 6: the coating color can be 18 weight percent adhesive (binder) in relation 
to coating pigment (18 parts by weight of adhesive based on 100 parts by weight of the 
pigment) or less. Column 3, lines 10-25. 

Claim 7: the coating color can be 20 g/ m 2 total weight, on both sides, with the 
coating mass spread roughly uniformly on both coat applications, thus providing 
roughly 10 g/ m 2 on each side of the base paper, which is more than 7 g/ m 2 on each 
side. Column 4, lines 45-55. 

Claim 9: a coated paper for printing is produced by the method according to 
claim 5. Column 1, lines 3-5. 

Claims 10 and 11: the coating color can be 18 weight percent adhesive (binder) in 
relation to coating pigment (18 parts by weight of adhesive based on 100 parts by 
weight of the pigment). Column 3, lines 10-25. 

Claim 12: the coating color can be 65 weight percent solids, for example. Column 
4, lines 20-25. 

Wurster teaches all the features these claims except that a "gate roll coater" 
system is used (with application, inner and outer rolls),the coating speed of 1100 
m/ min or more, and that the peripheral speed of the inner and outer roll to the 
applicator roll is 50-95%. 
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However, Hayasaka teaches that it is well known to use transfer roll coating 
processes to apply coating color (of pigment and adhesive) to a paper substrate to 
provide desirable paper for printing. Column 6, lines 5-30, column 7, lines 10-15 and 
column 3, lines 30-35. Hayasaka teaches that desirable transfer roll coating processes 
include metering size press coaters and gate roll coaters. Column 6, lines 30-35. The 
gate roll coaters are described as using two gate rolls (which would provide an inner an 
outer roll) to supply coating color to the applicator roll. Column 6, lines 30-45. 
Hayasaka further teaches that the relative speed of the rolls in the gate roll coater 
system are controlled to provide desirable metering and application of coating. 
Column 6, lines 30-60. The gate roll coater system can be used to apply coating weight 
of 5-15 g/ m2 per side. Column 6, lines 45-65. Hayasaka further teaches to use coating 
speeds of about 600 to about 1500 m/min, preferably between about 1000 and about 
1500 m/ min. Column 7, lines 1-5. 

However, '392 teaches that when making coated paper for offset printing by 
coating with pigment and adhesive, it is desirable to use a gate roll coater with an 
applicator roll, an inner roll and an outer roll. See the abstract. Furthermore, it is 
desirable for the inner and outer roll speed to be 50-80% of the applicator roll. See the 
abstract. The adhesive can include polyvinyl alcohol. Paragraph [0017]. The coating 
speed can be 1200 m/min. Paragraph [0026]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Wurster to use a gate roll applicator system and coating 
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speed of 1100 m/ min or more as suggested by Hayasaka with an expectation of 
providing a desirable and speedy transfer roll coating system because Wurster teaches 
that roller application systems can be used (not limited to Massey coaters) and that 
metering size press systems can be used to apply a coating system of pigments and 
adhesive to a paper surface and Hayasaka teaches that a desirable roll coating system 
for applying a coating system of pigments and adhesive to a paper surface includes gate 
roll coaters and metering size presses and that such a gate roll coater would use an 
inner, outer and application roll and that desirable coating speeds for such systems 
would be about 1000 to about 1500 m/min, and as to the specific speed of greater than 
1100 m/ min, in the case where the claimed ranges "overlap or lie inside ranges 
disclosed by the prior art" a prima facie case of obviousness exists. In re Wertheim, 541 
F.2d 257, 191 USPQ 90 (CCPA 1976). It would further have been obvious t to modify 
Wurster in view of Hayasaka provide that the peripheral speed of the inner and outer 
roll to the applicator roll can desirably be 50-80% of the applicator roll as suggested by 
'392 with an expectation of providing a desirable and speedy transfer roll coating 
system because Wurster in view of Hayasaka suggests gate roll coating of paper with 
pigment and adhesive for offset printing with Hayasaka teaching that the relative 
speed of the rolls in the gate roll coater system are controlled to provide desirable 
metering an application of printing and '392 teaching gate roll coating of paper with 
pigment and adhesive for offset coating and that it is desirable for the inner and outer 
roll speed to be 50-80% of the applicator roll. 
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8. Claims 2, 5-7 and 9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wurster et al (US 6197155) in view of Japan 11-050392 (hereinafter '392). 

Claim 2: Wurster teaches a method for producing coated paper for printing. 
Column 1, lines 3-5. A coating color containing a pigment and an adhesive (binder) is 
applied to a base paper. Column 2, lines 50-65 and column 3, lines 5-15. The coating 
color contains, for example, 1 wt % polyvinyl alcohol (PVA) in relation to coating 
pigment (1 part by weight PVA to 100 parts by weight of the pigment). Column 2, lines 
60-65 and column 6, lines 43-45(the range of 1-4%, column 2, lines 60-65, for example, 
overlaps with the claimed 0.1 to 1.0 range, and In the case where the claimed ranges 
"overlap or lie inside ranges disclosed by the prior art" a prima facie case of 
obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976)). The 
coating color application method can be roll coating methods such as the Massey coater 
(which is inherently a transfer roll coater method) or a metering size press. Column 4, 
lines 20-30. Moreover, Wurster teaches that the resulting paper is essentially 
independent of the type of coat application process. Column 4, lines 25-35. The coating 
weight can be 7 g/ m 2 . Column 4, lines 40-45. The coated paper can be used for offset 
printing. Column 1, lines 3-5. 

Claim 5: Wurster teaches a process as described in claim 2. The coated paper is 
for offset printing. Column 1, lines 3-5. The polyvinyl alcohol can be in addition to 
other adhesive, and thus serves as an auxiliary to the extent claimed. Column 2, lines 
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55-68 and column 3, lines 20-40. The amount of starch present can be 0 percent, thus 
providing less than 2.0 parts by weight of starch as an adhesive. Column 3, lines 30-40. 
The coating color application method can be roll coating methods such as the Massey 
coater (which is inherently a transfer roll coater method) or a metering size press. 
Column 4, lines 20-30. Moreover, Wurster teaches that the resulting paper is essentially 
independent of the type of coat application process. Column 4, lines 25-35. 

Claim 6: the coating color can be 18 weight percent adhesive (binder) in relation 
to coating pigment (18 parts by weight of adhesive based on 100 parts by weight of the 
pigment) or less. Column 3, lines 10-25. 

Claim 7: the coating color can be 20 g/ m 2 total weight, on both sides, with the 
coating mass spread roughly uniformly on both coat applications, thus providing 
roughly 10 g/ m 2 on each side of the base paper, which is more than 7 g/ m 2 on each 
side. Column 4, lines 45-55. 

Claim 9: a coated paper for printing is produced by the method according to 
claim 5. Column 1, lines 3-5. 

Claims 10 and 11: the coating color can be 18 weight percent adhesive (binder) in 
relation to coating pigment (18 parts by weight of adhesive based on 100 parts by 
weight of the pigment). Column 3, lines 10-25. 

Claim 12: the coating color can be 65 weight percent solids, for example. Column 
4, lines 20-25. 
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Wurster teaches all the features these claims except that a "gate roll coater" 
system is used (with application, inner and outer rolls), the coating speed of 1100 
m/min or more and the peripheral speed of the inner/outer roll to the applicator roll. 

However, '392 teaches that when making coated paper for offset printing by 
coating with pigment and adhesive, it is desirable to use a gate roll coater with an 
applicator roll, an inner roll and an outer roll. See the abstract. Furthermore, it is 
desirable for the inner and outer roll speed to be 50-80% of the applicator roll. See the 
abstract. The adhesive can include polyvinyl alcohol. Paragraph [0017]. The coating 
speed can be 1200 m/ min. Paragraph [0026]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Wurster to use a gate roll applicator system and coating 
speed of 1200 m/ min, for example, as suggested by '392 with an expectation of 
providing a desirable and speedy transfer roll coating system because Wurster teaches 
that roller application systems can be used (not limited to Massey coaters) to apply a 
coating system of pigments and adhesive to a paper surface and '392 teaches that a 
desirable roll coating system for applying a coating system of pigments and adhesive to 
a paper surface includes gate roll coaters and that such a gate roll coater would use an 
inner, outer and application roll and that desirable coating speeds for such systems 
would be 1200 m/ min. Furthermore, it would have been desirable to use such a system 
with a peripheral speed ratio of the inner/ outer roll to the applicator roll of 50-80% as 
suggested by '392 as a desirable speed ratio when using such a gate roll system. 
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9. Yasuda et al (US 4301210) also notes the conventional use of gate roll coaters, size 
press and other coaters to coat pigment/ adhesive coatings on paper. See column 2, lines 
50-60. 

Response to Arguments 

10. Applicant's arguments filed November 21, 2007 have been fully considered but 
they are not persuasive. 

Applicant argues that they have developed a specific method of obtaining 
coatings at high coating weight while also maintaining high speeds, without significant 
misting or boiling, by using coating color containing 0.1 to 1.0 parts by weight polyvinyl 
alcohol based on 100 parts by weight of pigment, at a coating weight of 7 g/ m2 or more 
using a gate roll coater with transfer roll, inner roll, and outer roll and where the 
peripheral speed of the inner and outer roller to the applicator roller is 50 to 95%, which 
gives a resulting coated paper with excellent web offset printability, blister resistance 
and gravure aptitude. Applicant argues that Wurster provides no suggestion of a gate 
roll coater or transfer roll coater as claimed or the provision of a paper suitable for web 
offset printing, or gravure printing as in the present invention, and that Wurster fails to 
disclose the claimed amounts of pigment and starch, with the Examples disclosing 2 
wt% polyvinyl alcohol. As to the use of Hayasaka, applicant argues that it does not 
provide the motivation or suggestion to use a gate roll coater at the claimed coating 
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speed and peripheral speed ratio, as it relies on the specific solid concentration, density 
of the coating color and low viscosity starch adhesive to enable the coating speeds and 
does not provide the benefits of applicant by incorporating 0.1 to 1 wt% polyvinyl 
alcohol and the claimed coating speed at the claimed weight. As to the use of '392, 
applicant argues that it discloses an offset printing coated paper different from the 
recording paper for newspaper cold set inks of Wurster, and thus the methods are 
sufficiently different, that the teachings of the two references would not be combined. 
Even if combined, according to applicant, the combination would not suggest the 
benefits of applicant by incorporating 0.1 to 1 wt% polyvinyl alcohol and the claimed 
coating speed. 

The Examiner has reviewed applicant's arguments, however, the rejection is 
maintained. As to the exact combination of ranges of materials used by applicant in 
combination with the use of the gate roll coating and speed, applicant has made no 
showing of unexpected benefits as to printablity, blister resistance and gravure aptitude 
or other coating features in general, commensurate scope with the invention as claimed 
since, for example, none of the examples in the specification are indicated as being 
performed with a gate roll coater, nor are examples shown as to the precise claimed 
range of polyvinyl alcohol. As discussed in MPEP 716.02(d), a showing of unexpected 
results must be commensurate in scope with the claims in order to rebut a prima facie 
case of obviousness. As to the polyvinyl alcohol amounts and coating weight, Wurster 
clearly provides amounts that overlap with what is claimed, and as discussed in the 
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rejection above, In the case where the claimed ranges "overlap or lie inside ranges 
disclosed by the prior art" a prima facie case of obviousness exists. In re Wertheim, 541 
F.2d 257, 191 USPQ 90 (CCPA 1976)); which prima facie case obviousness has not been 
overcome by applicant's examples, as a showing of unexpected benefits commensurate 
in scope with the invention as claimed as not been made, as previously discussed. 
While an example may provide 2 wt% polyvinyl alcohol, the specification of Wurster 
provides the use of 1-4 wt%, for example (see column 2, lines 60-65) and even 0-5 wt% 
(see column 3, lines 35-40), which overlaps with the amount claimed, and as discussed 
in MPEP 2123, "Disclosed examples and preferred embodiments do not constitute a 
teaching away from a broader disclosure or nonpreferred embodiments. In re Susi, 
440 F.2d 442, 169 USPQ 423 (CCPA 1971)." As to the use of the gate roll coater and 
claimed speeds, the Examiner has provided Hayasaka (in the first rejection), as to the 
desirable use of these speeds. While Hayasaka is directed to coating a specific material, 
it also teaches desirable roll coating processes used in coating color of pigment and 
adhesive to a paper substrate of materials overlapping in coating weight. Since Wurster 
teaches using roll coating processes in general (column 4, line 25) (while Wurster 
describes the use of a Massey roll coater, it is not limited to such roll coating methods (". 
. . roller application devices such as the Massey coater. . ." -column 4, lines 25-26, 
emphasis added)), one of ordinary skill in the art would clearly look to the art of coating 
materials with pigment and adhesive by roll coating to determine desirable roll coating 
processes and speeds to use. Therefore, Hayaska is clearly an analogous and relevant 
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piece of art to use. As to the use of '392, Wurster is not limited to coating newspaper, 
but rather teaches paper for offset printing with many possible substrates (column 1, 
lines 4-5 and column 4, line 64 through column 5, line 25). Since Wurster teaches using 
roll coating processes in general (column 4, line 25), one of ordinary skill in the art 
would clearly look to the art of coating materials with pigment and adhesive by roll 
coating to determine desirable roll coating processes and speeds to use. Therefore, 
since '392 is also directed to making coated paper for offset printing, with coating with 
pigment and adhesive, and teaches a desirable roll coating method, '392 is clearly an 
analogous and relevant piece of art to use. 

Conclusion 

11. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
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of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to {Catherine A. Bareford whose telephone number is (571) 
272-1413. The examiner can normally be reached on M-F(6:00-3:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy H. Meeks can be reached on (571) 272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http:/ / pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Katherine A. Bareford/ 
Primary Examiner, Art Unit 1792 
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